
The America Invents Act (“AIA”) was enacted into law on 

in quite some time, the AIA substantially changes patent 
practice in the United States.  For several reasons, the AIA 

many different aspects of patent law, including administra-
tive, procedural, and substantive changes.  Second, its many 
provisions go into effect on different dates ranging from 

provisions of the AIA are not yet in effect.  Third, and 

gaps which need to be bridged by yet-unwritten Patent Of-

the more major provisions of the AIA. 

First Inventor to File

system.
-

tion establishes superior rights, with one caveat: the entity needs to be 

proceeding where a patent applicant can be challenged as deriving 
the invention from the challenger.  The derivation proceeding will be 

-
ducted is not presently known.

application as early as possible under the new system.  However, 

-

can lead to additional costs and possible uncertainty over true dates of 
invention.  Nevertheless, this may be better than the alternative where 
time is spent waiting for full development of an invention, resulting in 

Under present law, an applicant is given a one-year grace period from 
-

tion.  Beyond the one-year grace period, the applicant’s own actions 

recited in the amended law, the scope of the grace period hinges on the 

-
ment is needed to fully understand the scope of this provision.

What is the AIA?
invention.  Various factors, including development of the invention, 

actual product, prior to publicly disclosing, to ensure that the details 

string of patent applications may need to be relied upon to best ensure 
such coverage.

Third Party Challenges

inter partes, for a third party to challenge validity of a patent.  Under 

-

reexaminations.
-

is akin to an opposition proceeding found in many countries and 

be based on any basis of invalidity (e.g., inventorship), in contrast to 

to a party being sued for, or charged with, infringement of the patent.  

to come into effect on September 16, 2012.
These proceedings may provide cost-effective measures to attack 

a patent’s validity while avoiding litigation.  It should be noted that 
some estoppel provisions exist which should be carefully considered in 

Conclusion

general information is available which can be considered in develop-

-

a micro-site at http://www.uspto.gov/aia_implementation/index.jsp 

consider updates in real time in preparing for the upcoming changes.   
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-

gender-wise is seven men and six women. In 1998, a third elite partner, 

partners.

advocacy services in all respects to national and international clients. It 

both plaintiffs and defendants, large corporations and individuals. It 

A top litigation boutique in Canada

has a diverse number of areas of law in which to provide its services, 
-

terest groups, entrepreneurs in the Winnipeg and surrounding area, as 

-
tion in Winnipeg by being by far the largest litigation only boutique.

-

we distinguish ourselves from our competition in Winnipeg by virtue 

publications to be nominated as one of the top litigators in numerous 
areas of civil litigation.

have been fortunate to attract all kinds of further work and to main-

we offer a diversity which is welcomed by many in-house counsel for 
corporations seeking the services of outside counsel.”

obtain the kind of work that has maintained us over the past 24 years, 
and to produce the quality of litigation skills that clients deserve,” 

except that based on existing workload we expect it will be a tremen-
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