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established in 1995 as pat of the

legidation related to the Uruguay
Round of the General Agreement on Tariffs
and Trade (GATT). One may file a provi-
siona patent application in the United
States, and enjoy the benefit of its priority
date in a later-filed non-provisiona U.S.
application.! The later-filed application must
be filed within twelve months of the
provisiona application.?

An impression rapidly developed that
provisiona patent applications could be used
to secure a priority date with a minima
disclosure at very low cost. Thisimpression
was especially attractive to, and prevalent
among, low-budget applicants, such as
universities and small businesses. We will
demonstrate below that this impression is
largely a myth.

Provis'onal patent applications were

We will first review the relevant
sections of the patent act in order to establish
the actual advantages of provisiona
applications. We will then describe the
process by which provisond applications
were introduced into the patent act, and
reved the apparent source of the myth of
reduced disclosure requirements. With an
understanding of what is redity and what is
myth, we will be able to establish principles
that will assist in determining when it
is advantageous to file provisiona
applications, and when it is not.

THE REALITY
The requirements of a patent applica
tion are provided for in 35 U.S.C. 8111
Section 111(8) is entitled “In Genera,” and
applies to non-provisiond applications. The
generd requirements for it non-provisiona
application are:
(A) aspecification, as prescribed by
section 112 of thistitle;
(B) adrawing as prescribed by section
113 of thistitle;
(C) an oath by the applicant as pre-
scribed by section 115 of thistitle.
Section 111(b) is entitled “Provisiona
Application.” The requirements for a provi-
sona application are listed asfollows:
(A) a specification as prescribed by
the first paragraph of section
112 of thistitle; and
(B) adrawing as prescribed by 8113 of
thistitle.

As can be seen, there are two differences
between the requirements for a non-provi-
sond application and the requirements for a
provisiona application. First, a non-provi-
siond application requires a specification as
prescribed by dl of 8112. A provisiona appli-
cation requires a specification as prescribed
only by thefirst paragraph of §112.

According to the literal words of §111
of the patent act, both a provisional applica-
tion and a non-provisional application
require a specification as prescribed by the
first paragraph of §112.2 The first paragraph
of 8112 describes the disclosure require-
ments of a valid patent, namely, written
description, enablement, and best mode.

The second paragraph of 8112 requires
a clam “..paticularly pointing out and
digtinctly claiming the subject matter which
the agpplicant regards as his invention” A
provisional application does not require
compliance with the second paragraph of
§112. Indeed, §111(b) specifically statesthat
a clam is not required in it provisond
application. *

The second difference is that a non-
provisond application requires an oath by
theapplicant. The oathisusually madeinthe
form of a declaration that is combined with
a power of attorney. A provisiond
gpplication does not require an oath or a
power of attorney.
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The authors question the practica
significance of the statutory differences
between provisonal and non-provisional
applications. The combined declaration and
power of atorney that satisfies the require-
ment for an oathisasimpleform. Itissigned
by the inventors, and submitted either with
the non-provisona application, or when
notified by the Patent and Trademark Office
(USPTO) that it is missing. The effort and
cogt involved in satisfying the requirement
for an oath are negligible.

Thelack of arequirement for aclamin
a provisional application might appear
more dgnificant, at least on the surface.
Nevertheless, even if one does not formally
submit a set of claims, it is difficult to
imagine being able to satisfy the written
description and enablement requirements of
8112 without knowing precisdly what one
intends to claim up to twelve months later
upon filing anon-provisiona application.® In
this regard, the Court of Appeds for the
Federa Circuit (CAFC) has stated the
following in regard to satisfaction of the
written description requirement of §112:

... the applicant must aso cornvey

with reasonable clarity to those

skilled in the art that, as of the
filing date sought, he or shewasin
possession of the invention. The
invention is, for purposes of the

‘written description and inquiry’

whatever isnow claimed. (Original

emphasis.)®

In order to obtain a filing date for a
claim in anon-provisona application based
on an ealier filed provisonal application,
then, the provisional application must
describe “with reasonable clarity” the
invention as claimed. The courts have inter-
preted the words “with reasonable clarity”
very strictly, and in recent years have
significantly increased both the written
description” and enablement® requirements
of 8112.

Accordingly, the lack of a requirement
for aclaim does not significantly reduce the
effort and cost of filing an effective
provisional patent application, i.e, a
provisiona application that confersitsfiling
date on a later-filed non-provisional

application. As mentioned above, one must
know with considerable precison what the
claims in the later-filed non-provisiona
application will bein order to satisfy §112.

The mogt difficult, time consuming,
and, therefore, codtly part of writing a patent
application is determining how best to claim
an invention in order to obtain maximum
commercia benefit, taking relevant scientif-
ic, legd, and commerciad consderations
into account. Once the difficult task of
determining how best to claim an invention
has been completed, it isarelatively routine
matter to write the rest of the pecification.

It iscritical to remember, however, that
in order to obtain a vaid filing date for the
claims decided upon, it is necessary for the
Specification to satisfy §112, irrespective of
whether onefilesaprovisional application or
anon-provisiona application. See above.

Itisalso critical to remember that filing
a proper priority application is an al or
nothing proposition. If apriority application,
irrespective of whether it is a provisona or
non-provisional application, does not satisfy
thefirst paragraph of §112, the gpplicationis
not entitled to afiling date.

In a sense, an ineffective priority
application is worse than nothing. The
applicants believe they have a priority
date and act accordingly. But there is no
priority date.

A very recent case decided by the
CAFC is exemplary. In New Railhead Mfg.
v. Vermeer Mfg. Co.,° the CAFC reviewed a
summary judgment that a patent claiming
certain drill bitswasinvaid.

The patentee conceded that the claimed
drill bits had been sold more than one year
before the filing date of a non-provisiona
application that matured into the patent. The
patentee noted, however, that the sae
occurred less than one year before the filing
date of an earlier-filed provisiona
gpplication.® In order to avoid invaidity
under 35 U.S.C. 102(b), therefore, the patent
had to be entitled to the filing date of the
provisiona application.

The court found that ar angle and
a raio present in the clams of the non-
provisiona application were not disclosed in
the provisona application. Therefore. the

claims were held not to be described in the
provisiona application in accordance with
the first paragraph of §112. #

Accordingly, the CAFC, in the New
Railhead case, declared the patent to be
invalid. The court stated:

... the specification of the provi-

sional must ‘contain a written

description of theinvention and the
manner and process of making and
usingit, in such full, clear, concise,

and exact terms, 35 U.S.C. 112 1,

to enable an ordinarily skilled arti-

san to practice the invention

claimed in the non-provisional

gpplication. (Original emphasis.)®

The principal advantage of filing a
provisiona application isan extension of the
term of a U.S. patent.® The patent term is
twenty years from the filing date of a
non-provisional application. Thefiling of a
provisona application does not affect the
patent term.*> Accordingly, if a provisond
application sdtisfies the first paragraph of
8112, and a non-provisiond application is
entitled to the filing date of the provisona
application, the patent term of the non-
provisonal application is up to twenty-
one years from the filing date of the
provisiona application.

THE MYTH

As stated above, a myth exigts that the
disclosure requirements for a provisond
patent application under §111(b) are less
than those for a non-provisional patent
application under §111(a). We will now
investigate possible sources of this myth.

For various reasons, including the need
for global harmonization of patent laws and
increased costs of patent litigation, the
Secretary of Commerce formed the Advisory
Commission on Patent Lav Reform (the
Commission) in 1990. The Commission had
a diverse membership of representatives
from U.S. businesses, universities, the patent
bar and the public. The purpose of the
Commission was to advise the Secretary of
Commerce of the state of the U.S. patent
system, and the need for any reform.*

The first meeting of the Commission
was hed on March 26, 1991 in order to



develop aligt of issuesto be considered. On
May 16, 1991, the USPTO published a
notice soliciting public comments regarding
those issues*” The fourth and final meeting
of the Commission was held on April 27,
1992. Two months later, an dmost 200 page
report containing recommendations was
submitted to the Secretary of Commerce.
See The Advisory Commission on Patent
Law Reform, A Report to the Secretary of
Commerce (1992) (the Report).

A focus of the Report was an effort
towards global patent law harmonization. As
a contribution to harmonization, the Report
recommended that the United States replace
its current first-to-invent system with a
first-to-file system.*

An issue inherent in a first-to-file
system is the protection of rights when only
preliminary results are available, and only a
premature disclosure is possible. To address
this issue, the Commission recommended a
simple and inexpensive means for establish-
ing priority of invention. The ssimple and
inexpensive means was to be caled a
provisiond patent application.® The purpose
of the provisiond application was to permit
applicants to obtain early filing dates at
reduced costs with minimal application
requirements.®

The Commission also made other
recommendations to effectuate a first-to-file
system.® These recommendations included
a harmonized grace period of one year for
publicetions of the inventor? and a “prior
user right.”# The Commission’s report aso
recommended the change of patent term
from seventeen years from date of issue to
twenty years from date of filing.*

Around the time the Commission was
recommending the provisiona application,
Congress was considering legidation to
implement GATT. Congress' considerations
included the Report regarding patent law
harmonization.

Congress adopted some of the
recommendations of the Commission on
December 8, 1994.* The recommendations
adopted included limited prior user rights® a
patent term of twenty years from date
of filing,” and, of most relevance here,
establishing provisional patent applica-

tions® The first-to-file system was not
adopted.

Congress purpose in establishing
provisona patent gpplications is not clear.
As mentioned above, the Commission
recommended provisona patent applica
tions to address a problem inherent in a
firs-to-file system. The fird-to-file system
was, however, not adopted.

A review of the Congressiona Record
suggests that Congress rejected or adopted
the various recommendations of the
Commission with little debate. Virtualy
nothing about provisiona applications was
mentioned in the Record.®

It has been reported by other commen-
tators that one purpose of establishing
provisiona applications wasto ensure parity
between U.S. and foreign applicants® To
illustrate the parity issue, we will use the
example of aU.S. applicant and a Canadian
applicant.

Under the Paris Convention, an appli-
cant can file a patent application in the
Canadian Patent Office, and, within one
year, fileanon-provisional applicationinthe
United States. The U.S. gpplication is enti-
tled to the priority date of the Canadian
application, as long as the Canadian
application satisfies the requirements of
8112.* If granted, the term of the U.S. patent
begins with the U.S. filing date. Hence, the
Canadian applicant benefits from a patent
term of up to twenty-one years from the date
of filing of the priority application in
Canada.

A provisond application affords U.S.
applicants the same extended patent term in
the United States, i.e, up to twenty-one
years from the date of filing the provisiona
application. See above. Thus, provisond

applications provide parity to U.S.
applicants.
Whether or not parity between

domestic and foreign applicants was
considered by the Commission or Congress
is unclear. The authors have carefully
reviewed the Commission’s report and the
legidative history relating to provisiona
applications, but were unableto find any ref-
erence to the parity issue in the public
record.

In March of 1995, i.e. approximately
three months after Congress created
provisiona applications, the USPTO placed
anotice on itswebsite in order to inform the
public of the changes to the patent law as a
result of GATT.® Initsanaysis, the USPTO
appears to have suffered from some
irrational exuberance.

Thus, the USPTO stated that a
provisiona application“... hasminimal legal
and forma requirements” and provides a
mechanism whereby applicants can quickly
and inexpensvely ($150/$75) establish an
early effective filing date... "% (Emphasis
added). For example, the notice described
the provisional application as requiring “the
filing of only a specification in compliance
with the first paragraph of section 112
(Emphasis added).

The statement that “ only a specification
in compliance with the first paragraph of
§112" is required is disingenuous, and
possibly confusing. Compliance with the
first paragraph of §112, and its equivalent in
previous patent acts, has been a requirement
for obtaining a filing date at least since the
1800's® The relative insignificance of
eliminating the requirement for compliance
with the second paragraph of 8112, i.e, for
clams, in aprovisona application has been
discussed above.

The USPTO's depiction of the
provisiona application as being “quick” and
“inexpensve’ gppears to have addressed
concerns among many small businesses and
academic inditutions. Perhaps as a resullt,
many applicants may have been lured into
believing that aminimal invention disclosure
could secure the filing date of a provisona
gpplication in a later-filed non-provisiona
application.

In fact, an aticle by Kowalski et d.
published shortly after thelegidation leading
to provisona applications took effect stated
that univerdities believed the provisiona
application procedure would enable an
inventor to submit adraft manuscript prior to
publication.® According to these authors:
“The provisiona application, however has
not proved to be the answer.”*

And for good reason. Draft manuscripts
are typicaly narrower in focus and scope



than patent applications. Unless al of the
critical elements of the invention are fully
disclosed in accordance with 8112, a
manuscript will not support commercidly
vauable clams in a non-provisiona
application filed subsequently. Under such
circumstances, the valuable claims will not
be entitled to the priority date of the manu-
script/provisiona application. See above.

In anticipation of the legidlation
implementing GATT, the USPTO published
a Notice of Proposed Rulemaking in the
Officia Gazette soliciting comments
concerning changes to the patent rulesin the
wake of the amendments to Title 35.%
Severd months later, the USPTO published
some of the comments that were received in
response to the Notice. ® Some of the
comments, and the responses of the USPTO
to them, are ingtructive.

One of the comments expressed doubts
that a provisional gpplication filed without
a clam could ever contain a sufficient
disclosure to provide the basis for a foreign
or U.S. priority date. The response of the
USPTO was that claims were not required,
but could befiledin aprovisiona application
if so desired, and be considered as part of the
disclosure.

Ancther comment suggested that the
USPTO revise its rules to clarify that strict
adherence to the first paragraph of 8112 is
not required in provisiona applications.
Apparently, the commenter was under the
impression that drict adherence to 8112,
first paragraph is not a requirement in
provisional applications. This comment
shows the confusion and misconceptions
about the requirements for a provisona
application that were present from the
beginning, and that persist.

Even more interesting is the USPTO's
cryptic response. The comment presented a
perfect opportunity for the USPTO to
make clear that the §112, first paragraph
requirements areidentical in provisond and
non-provisiona gpplications. Although the
USPTO declined to revise its rules in
accordance with the suggestion, it did little
to clarify the issue.

Rather, the USPTO explained that the
requirements of 8112, first paragraph are

established by court cases, not by USPTO
rules, and that the case law applies to
provisional applications as well as to
non-provisional applications. A more
forthcoming response would have been to
address the misunderstanding about the
disclosure requirements of non-provisiona
applications. The commenter was probably
not confused about, and probably did not
care, whether the rules or case lawv govern
such requirements.

It isnoteworthy that more recent notices
published by the USPTO in connection with
provisiond patent applications have become
less exuberant and more cautionary. In
a November 29, 2000 notice, under a
section entitled “Cautions,” the USPTO
recommends “..that the disclosure in a
provisona application be as complete as
possible”«

The USPTO explained that “...in order
to obtain the benefit of the filing date of a
provisiona application the subject matter in
the later filed non-provisiona application
must have support in the provisiona
gpplication.”* In other words, the USPTO
acknowledged that a provisiond application
must satisfy the requirements of 8112, first
paragraph.®

One can speculate that the USPTO's
movement away from its origind irrational
exuberance, and towards caution, may have
arisen out of dissatisfied applicants who
were lured into filing an inadequate
disclosure provisondly, later to learn that
the claims of a non-provisiona application
were not adequately supported, and hence,
unworthy of the earlier filing date.

Whatever the source of the myth, the
recent cautionary statements offered by the
USPTO, and the recent New Railhead
decison of the Federd Circuit discussed
above, may contribute to a more redistic
assessment of provisional applications.
Provisiona applications congtitute a useful
resourcefor patent gpplicants, but only when
their limitations are fully appreciated.

GUIDELINES

Certain guidelines about when to
use, and when not to use, provisional
applications can be gleaned by accepting the

redity and regjecting the myth discussed

above. It is important to remember that

the only dgnificant advantage of filing a

provisional patent application is the

extended patent term.

There is, however, a disadvantage to
filing a provisond application. Provisiona
agpplications are never examined, and lie
dormant for the twelve months they are in
exigence. By contrast, the USPTO begins
processing non-provisona applications as
soon as the applications are filed. Therefore,
non-provisional applications that assert the
priority date of earlier-filed provisional
applications will be examined, and therefore
will issue, later than initidly filed non-
provisiona applications.®

In view of the above, the following
guidelines are proposed:

1. Mostimportantly, al patent applictions,
whether provisional or non-provisional,
should, to the extent possible, contain a
disclosurethat satisfies 8112, paragraph
1 for the claims one eventualy wantsto
issue.

2. If an applicant does not want a patent
application to be examined, it should be
filed asaprovisona application to teke
advantage of the extended term for a
patent that eventually issues. One
might, for example, not want a patent
application to be examined because
there is insufficient time to polish the
gpplication to the extent desired, or
because it is advantageous to add to the
application before it is examined
information, data or examples that are
not yet, but that imminently will be,
avallable.

3. If apatent application isin condition to
be examined, the decison whether to
file a provisona or a non-provisiona
application should be based on whether
an extra year of patent protection is
more vauable, or lessvauable, than the
rapid issuance of a patent:

(8) When an extrayear of patent protec-
tion is more vauable than the rapid
issuance of a patent, a provisiona
gpplication should be filed in order
to take advantage of the extended
patent term. An extra year of patent



protection is generally more
va uable than the rapid issuance of a
patent, for example, if the invention
claimed requires a long period of
development before it is commer-
cidized, but has a reatively long
commercid life, asis normdly the
case for pharmaceuticd inventions.

(b) When an extra year of patent
protection is less valuable than the
rapid issuance of a patent, a
non-provisiona application should
be filed to take advantage of the
earlier examination. An extra year
of patent protection is generaly less
valuable than the rapid issuance of a
patent, for example, if the invention
claimed requires a short period of
development  before it is
commercidized, but has areatively
short commercia life, as is
normally the case for eectronic and
software inventions.

© 2002. The opinions expressed herein are
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of Hoffmann & Baron, LLP.
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